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Four Common Mistakes Made Regarding
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1. Failing to use the right layers of protection

2. Assuming foreign laws and enforcement are the same
as in the U.S.

3. Accidental/unintended infringement
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Overview

Four Common Mistakes Made Regarding
Protection Of Intellectual Property Abroad

1. Failing to use the right layers of protection

2. Assuming foreign laws and enforcement are the same
as in the U.S.

3. Accidental/unintended infringement
4. Not integrating intellectual property considerations into
strategic planning
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What should | consider In
deciding whether to seek

iInternational protection of
intellectual property?




Issues to consider in deciding whether to seek
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Why Do | Want Protection?
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Issues to consider in deciding whether to seek

International protection of intellectual property

Why Do | Want Protection?

A Offensive v. defensive

A What type of competition?
I Counterfeits

i Stealing the Nnessenceo of

I Reverse engineering
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Issues to consider in deciding whether to seek

International protection of intellectual property

What Are The Costs?
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Issues to consider in deciding whether to seek

International protection of intellectual property

What Are The Costs?

A In general: trade secret > trademark &
copyright > patent
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Issues to consider in deciding whether to seek

International protection of intellectual property

Where Do | Need To Seek Protection?

A Where will the products or services be
manufactured and sold?

A Where will other companies manufacture or sell
competing products?

A Where will enforcement be effective and
practical?
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Issues to consider in deciding whether to seek

International protection of intellectual property

Am | Prepared?
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Issues to consider in deciding whether to seek

International protection of intellectual property

Am | Prepared?

A Knowledge
A Integration

A Seek assistance
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Federal Resources to Protect
Yourintelleciual RPrepery Abroad

DanielierPiersen
International raderspecialist
ULSE DepartimenteiCommerce

U'S. CommerciallSenice _
WISt EXperiiAssistance Center




U.S. Custems And Border
Rrieiection (CBP)

A Holders ofiregistered trademarks and copyrights
concerned apEurimperts Grexpoeris ehinfringing
goods shoeuldrecord thelrtrademarks and copyrnights
with CBP:

A Patents may net berecorded With CBPR for horde =t
enfercement proeteclioneWEVES: PALENLEGWRENS Tnay~—-._
be entitled|to)exclusion GhiintingngumpesomEne. @ =
commerce ofithe United States, UnueRsection BW
the Tarifif ACt 6f/1980; T

A Website: Wiw.chpaey .
I Tel: (202)-572-8710



http://www.cbp.gov/

Intemational lirade Commission
(@) Nrade: Remedy Assistance
OicE

A ITC investigates and adjudicates allegations of unfair
trade praclices, basedion complamisifiled by rights
holders:.

A ITC can issue orders directing CBRto excluderfrom
the U.S. impoeniedipregucisitiatinimngeU.s. patents,\\ il

trademarks; GrCoRYGHLS; GIVIG|ate OLIECOI MO S —
law rights: —

A Website: WiwWiLISIG.aoY,
i Tel: (880)-343-0822; (202)-205:2200

.....


http://www.usitc.gov/

Depaltnient eff Justice

A Intellectualipreperty crime, such as copyright piracy,
trademarksceunternfeiting; or Internetfraud, shouldilbe
reported te)apprepnate law enfercementinvestigative
authorities;attne:

I Local/(Federal Bureauefilnvestigation) S
I State =

I Eederal

I Internationalllevels

A Website: WV GV BT ClilTi 6 OV E 00 il o At 1 ———
i Tel: (202)-324-3000 s =



http://www.cybercrime.gov/reporting.htm

Rteliectiial Preperty Rights
Center;

A The |IPR:Genter: s aimulti-agency. center; responsible
for cogrdinating a unifiedU.S: gevermment response
regarding|criminal PR enfercementissues.

A Investigative persennellprovide: core: staffing from n
I Immigration and Customs;Enfercement(1CE) T —
i Federal Bureau ofilnvestigation (£B1) “TTEE

A Website: SN
WWWLICE.GOV/AIapiiCS! COIE SO E oY TiEEX T m—
i Tel: (866)-IPR2060; (202)-344~2410 e —

Aadq


http://www.ice.gov/graphics/cornerstone/ipr/index.htm

RPretection Abread
ULS) DEpAtmERL Gl CommeErce

A Internatienal trade agreements and related
intellectualiprepeny treaties require memoer
countries terprevideithe means ferU.S: rights hoelders
to obtainand eniereelintiellectual prepeny rights:

I Companies sheuldiregisterntheltrademarnks e patents th_h
the approepriate autneRUES NI EACHI COURTTY, G LIArOUG T S —
international treaties, tiatare’admiiisieredipyitie WOrJd
Intellectual Property:@rganizateni(Wiie) :

A WebsitemmmnvasSiopEakesiaoy
i Tel: (866)-999-4258



http://www.stopfakes.gov/

@kiainmgl Pretection in Individual
FEEIGNCOURLHES

A A list eficontactinfermation for most intellectual
pProperty elfiiceEs Woridwide: can heiound at
I WWWaWIReHRT ReWs enllinksiaddresses/iplindexatm.:

A Once a company:hias registered for protection, itcan
USSIat coun:ty s locaclet v 19 CROIZE IS Tigllien )



http://www.wipo.int/news/en/links/addresses/ip/index.htm

@hiaining Pretection: i Multiple
EEEIGNCOURLHES

A The United States is a member of two, treaties:

A Patents - thelPatent:Copperation Ireaty (PCT)

I streamlinesitieprecess by whichiUiStinventars and
PUSINESSES GCan Ghialn pPatent pPreleclien In GIERCOUNnLHES.

I By filing eneintermational patentapplicaten Withithe™s e

USPETO; ULS: applicanis can Concurrenty/seek protectlemn =S
more than 125 Countries: ,

I WWWLLUSPLe .GeV/aeIpGH

.....


http://www.uspto.gov/go/pct/

@hiaining Pretection: i Multiple
EEEIGNCOURLHES

A Trademarks=the Madrid/ Protoco]

I streamlinesitieprecess by which U.Sitrademark ewners
can ehiainitrademarnkiproiection in GiheryCeunties:

I By filing eneintemational trademarkapplication witi the
USPIE; UIS:applicantsican ConcuentySeekprotection In ===
any member countny: 3101

L WWWIISTITGO} qov/web/trademarks/madrld/madrldmdex ht i



http://www.uspto.gov/web/trademarks/madrid/madridindex.htm

GEtlngl iHelpite; Protect Your
RIGILS

AT he;:obepad domentr 0-fi . Co-mmer c e ¢
Compliancel(VTA@)unitisiready ternelp U.S.
PDUSINESSIGVEICOME  irade harfiersiand ensure. that
foreign COURHES Comply Withithienstraderagreement
and treaty, commitments te tie;UnRited Stales: i

A MAGC experts;can sigeestistrategies tojevaluate IPR—\--\

preblems encountered anread andiwill Waerk Wlﬂ’] ol r‘**—' '
LA S| A
embassies to pursuea CeUrse Gl aClionier: ese|Ution e

e — - L TR i

of:preklenis: e
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Topics for Discussion

Al AAGU2NRAO t SNALISOUAGS 2y |
Al a. dzZaAySaayYlyQaé t SNRLISO

A China will adopt Western IPR Practices out of Self
Interest

A Non-engagement is NOT an Effective China IPR Strategy

A Careful IPR Management and Practices are the Answer
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| AA02NAO t SNALISO
Environment

A2SE0SNY Ltw LINAYOALI Sas LI NI¥ RA
2,000 year period
A First recorded in culinary industry in ancient Greece
Al d{ ® t I G4SYd hFTFAOS F2dzy RSR Ay ™
AuwZpnn _SIFENR 323 [/ 2y FdzOAdza ail
gl USNJ X y2 2yS Oly 28y UKSYE
At vaAirt GKS t1F30S mMpynQasz [/ KAYLE LIN
RAFTIFSNBY U y20A2y 2F aly2ef SR3S
Aa2YSyilddzy 2F F20dza 2y aoSaiuSNy 3

only a decade ago

A Developing an IPR judiciary, administrative system, bar to advise,
commercial management understanding takes time

A 10 years is a VERY short period to adopt such a different IPR paradigm that
took the West 2000 years to develop
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I &G. dzZaAySaavYlyQaé
In China Today

Ad Hko 2F OflAYa 2F [/ KAYSaS Lt
A Western companies mismanaged IP and blame China
A Chose not to patent in China out of fear and concern

ALT &2dz R2y QG LINRGSOU &2dzNJ Lt
@82dzNJ ARSIa X Ay FFOG AlGQa 32

S AU A
2

u a
R 0 dza A
A China IPR environment has improved rapidly
AmMdpbdpo X SaaSydAialrtfte TSNP NRAIKGA SOSy
i China simply did not have the capability or infrastructure to administer
Annnn X 2Sa0SNY O2YLI yASa 46SNBE 6AYYA
Aunmn X alyé 2S30SNYy O2YLI yASa KIF @S
take their crown jewel technologies to China with confidence

Al KAyl Qa Ltw SYOBANRBYYSYU Aa
careful IP program planning is advisable

Department of
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Ohio




China will adopt Western IPR Practice
out of Selinterest

A China is moving rapidly to implement Western grade
Ltw adlyRFNRAa 2dzi 2F adl

AChina is developing its own intellectual property and
wants it protected

AChina need a continuing flow of $68800B in annual
FDI to fuel the continued advancement of its economy

I Investment is needed in more advanced technologies

I China knows and understands that Western companies will not bring
their crown jewel technologies unless their IP rights are respected

Department of
Development

Ohio




Nonengagement is NOT an Effective
China IPR Strategy

A Many companies mistakenly believe that by not
engaging in China, they are safer:
APatent detail is freely available dime to anyone
AProducts can simply be purchased and duplicated

A Protecting IPR in any market is a strategic decision:

A If you choose not to protect your IPR and participate in a market,
accept that you have ceded that market to someone else

A Accept that you have lost the IPR in that market

A Select the markets that are strategically important in the long term
to your company and take tactical actions to protect your IPR

» File patents, trademarks

Department of
Development

Ohio




Careful IPR Management and Practice
are the Answer

A How do you protect IPR in a market where IPR

protections are immature?
Aa/ 2YLI NOYSYOartATFOGA2YE A&
I Keep key components supplied externally (wind phdrmg
i {SAYSYyl &adzllLi & NBflFOGA2yaKALA
the whole technology picture
I Most businesses can be effectively compartmentalized

A Contract issues with suppliers, partners and employees
are sometimes more effective than patents
I NDAs and Nokgompetes are more enforceable than in the U.S.
ACKS UNI2SOU2NE 2F [/ KAYL ¢
rapidly in the right directiorX 0 S OI N ¥ dzt
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Federal Resources to Protect

Your Intellectual Property
Abroad

Danielle Pierson
International Trade Specialist
U.S. Department of Commerce
U.S. Commercial Service
U.S. Export Assistance Center



U.S. Commercial Service

The U.S. Commercial Service is part of the U.S.

Department of Commerce, an agency of the United States
government.

Our mission:

A To promote the export of goods & services from the
United States, particularly by small- and medium-
sized businesses

A To represent U.S. business interests internationally

A To help U.S. businesses find qualified international
partners



Our Network &
What it can do for you

=

C OMMERCML

mfam

A Trade specialists in over 100 U.S.
cities and 80 countries worldwide...

We can...

A Locate international buyers, distributors & agents
A Provide expert help at every stage of the export
process

A Help you to enter new markets faster and more
profitably



j U.S. Export Assistance

Jf,jif" Centers In Ohio

i S—

Akron

Todd Hiser, Trade Specialist Columbus |

3306780695 Roberta Ford, Director
6143659510

todd.hiser@trade.gov

roberta.ford@trade.qov

Cincinnati

Marcia Brandstadt, Director M N

5136842944 Melissa Blackledge, Trade Specialist
2165224750

marcia.brandstadt@trade.gov

melissa.blackledge@trade.gov

Cleveland

Susan Whitney, Director
2165224750
susan.whitney@trade.gov



mailto:Todd.hiser@trade.gov
mailto:marcia.brandstadt@trade.gov
mailto:Susan.whitney@trade.gov
mailto:Roberta.ford@trade.gov
mailto:Roberta.ford@trade.gov
mailto:Melissa.blackledge@trade.gov

Wmﬁ: Agenda

United States Amtnm
Department

STOP FAKES.gov

A International Protection At Home

0 Obtaining Rights:

A U.S. Patent And Trademark Office

A U.S. Copyright Office
0 Protection at the Border:

A U.S. Customs And Border Protection

A International Trade Commission Trade Remedy Assistance Offic
d Criminal Enforcement:

A Department of Justice
A IPR Center



e Agenda

A Protection Abroad
o0 World Intellectual Property Organization
0 The Patent Cooperation Treaty
o0 The Madrid Protocol
A Additional Help
0 Market Access and Compliance
d International IP Advisory Program
0 STOPFAKES.gov



;? U.S. Patent And Trademark
B, Office

Uhited States Amtnm
Department

A Patent: process, machine, article, industrial design, or
asexually reproduced plant

A Trademark: word, phrase, symbol, or design

AThe USPTO insures protect
exclude others from making, using, offering for sale, or
selling the invention throughout the United States or
|l mporting the I nvention |

A Federal registration is not automatic

WWW.USpPto.gov (800)7869199



http://www.uspto.gov/

U&ﬁi‘ i i
i U.S. Copyright Office

A Copyright: original works of authorship, incl. literary,
dramatic, musical, artistic, and other intellectual works

A Copyright is a form of protection provided under U.S.
|l aw to the authors of oot
a fixed period of time.

A Copyright is secured automatically when the work is
created, and a work 1 s 0«
copy orphonorecordor the first time.

WWWw.copyright.gov (202707-3000)



http://www.copyright.gov/

}‘? U.S. Customs And Border

i,‘?‘eif'iﬁ Protection (CBP)
A IPR Enforcement has been labeled as a Priority Trade
Issue for CBP

A Seizing fake goods at the border, auditing infringing
Importers, cooperation with domestic and international
trade and governmental partners

A Recordation: Holders of registered trademarks and
copyrights concerned about imports or exports of
Infringing goods should record their trademarks and
copyrights with CBP.



“$=' . U.S. Customs And Border
L Protection (CBP)

Doparmens o o
A Patents may not be recorded with CBP for border
enforcement protection; however, patent owners may
be entitled to exclusion of infringing imports from the
commerce of the United States under section 337 of

the Tariff Act of 1930.

A To record your registered trademark and copyright with
CBP or to report IP infringement, visit
https://apps.cbp.gowecordations/

www.cbp.gov (202)5728710



https://apps.cbp.gov/e-recordations/
https://apps.cbp.gov/e-recordations/
https://apps.cbp.gov/e-recordations/
http://www.cbp.gov/

International Trade
Commission (ITC) Trade
Remedy Assistance Office

A ITC investigates and adjudicates allegations of unfair
trade practices based on complaints filed by rights
holders.

A ITC can issue orders directing CBP to exclude from
the U.S. imported products that infringe U.S. patents,
trademarks, or copyrights, or violate other comtaan
rights.

A To report a Section 337 complaint, contact

www.usitc.gov/intellectualproperty
(880) 348822 or (202) 263200




