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Why Do I Want Protection?

Å Offensive v. defensive

ÅWhat type of competition?

ïCounterfeits

ïStealing the ñessenceò of your product

ïReverse engineering
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Issues to consider in deciding whether to seek 

international protection of intellectual property

Where Do I Need To Seek Protection?

ÅWhere will the products or services be 

manufactured and sold?

ÅWhere will other companies manufacture or sell 

competing products?

Å Where will enforcement be effective and 

practical?
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Issues to consider in deciding whether to seek 

international protection of intellectual property

Am I Prepared?

Å Knowledge

Å Integration

Å Seek assistance



Federal Resources to Protect 

Your Intellectual Property Abroad

Danielle Pierson

International Trade Specialist

U.S. Department of Commerce

U.S. Commercial Service 

U.S. Export Assistance Center 



U.S. Customs And Border 

Protection (CBP)

ÅHolders of registered trademarks and copyrights 

concerned about imports or exports of infringing 

goods should record their trademarks and copyrights 

with CBP.

ÅPatents may not be recorded with CBP for border 

enforcement protection; however, patent owners may 

be entitled to exclusion of infringing imports from the 

commerce of the United States under section 337 of 

the Tariff Act of 1930.

ÅWebsite: www.cbp.gov

ïTel: (202)-572-8710

http://www.cbp.gov/


International Trade Commission 

(ITC) Trade Remedy Assistance 

Office
ÅITC investigates and adjudicates allegations of unfair 

trade practices based on complaints filed by rights 

holders.

ÅITC can issue orders directing CBP to exclude from 

the U.S. imported products that infringe U.S. patents, 

trademarks, or copyrights, or violate other common-

law rights. 

ÅWebsite: www.usitc.gov

ïTel: (880)-343-9822; (202)-205-2200

http://www.usitc.gov/


Department of Justice

ÅIntellectual property crime, such as copyright piracy, 

trademark counterfeiting, or Internet fraud, should be 

reported to appropriate law enforcement investigative 

authorities at the:

ïLocal (Federal Bureau of Investigation)

ïState

ïFederal

ïInternational levels

ÅWebsite: www.cybercrime.gov/reporting.htm

ïTel: (202)-324-3000

http://www.cybercrime.gov/reporting.htm


Intellectual Property Rights 

Center

ÅThe IPR Center is a multi-agency center responsible 

for coordinating a unified U.S. government response 

regarding criminal IPR enforcement issues.

ÅInvestigative personnel provide core staffing from 

ïImmigration and Customs Enforcement (ICE) 

ïFederal Bureau of Investigation (FBI)

ÅWebsite: 

www.ice.gov/graphics/cornerstone/ipr/index.htm

ïTel: (866)-IPR-2060; (202)-344-2410

http://www.ice.gov/graphics/cornerstone/ipr/index.htm


Protection Abroad

U.S. Department of Commerce

ÅInternational trade agreements and related 

intellectual property treaties require member 

countries to provide the means for U.S. rights holders 

to obtain and enforce intellectual property rights.

ïCompanies should register their trademarks or patents with 

the appropriate authorities in each country, or through 

international treaties that are administered by the World 

Intellectual Property Organization (WIPO) 

ÅWebsite: www.StopFakes.gov

ïTel: (866)-999-4258

http://www.stopfakes.gov/


Obtaining Protection in Individual 

Foreign Countries

ÅA list of contact information for most intellectual 

property offices worldwide can be found at

ïwww.wipo.int/news/en/links/addresses/ip/index.htm.

ÅOnce a company has registered for protection, it can 

use that countryôs local laws to enforce its rights.

http://www.wipo.int/news/en/links/addresses/ip/index.htm


Obtaining Protection in Multiple 

Foreign Countries

ÅThe United States is a member of two treaties:

ÅPatents - the Patent Cooperation Treaty (PCT)

ïstreamlines the process by which U.S. inventors and 

businesses can obtain patent protection in other countries.

ïBy filing one international patent application with the 

USPTO, U.S. applicants can concurrently seek protection in 

more than 125 countries. 

ïwww.uspto.gov/go/pct/

http://www.uspto.gov/go/pct/


Obtaining Protection in Multiple 

Foreign Countries

ÅTrademarks- the Madrid Protocol

ïstreamlines the process by which U.S. trademark owners 

can obtain trademark protection in other countries. 

ïBy filing one international trademark application with the 

USPTO, U.S. applicants can concurrently seek protection in 

any member country. 

ïwww.uspto.gov/web/trademarks/madrid/madridindex.htm

http://www.uspto.gov/web/trademarks/madrid/madridindex.htm


Getting Help to Protect Your 

Rights

ÅThe Department of Commerceôs Market Access and 

Compliance (MAC) unit is ready to help U.S. 

business overcome trade barriers and ensure that 

foreign countries comply with their trade agreement 

and treaty commitments to the United States. 

ÅMAC experts can suggest strategies to evaluate IPR 

problems encountered abroad and will work with our 

embassies to pursue a course of action for resolution 

of problems. 
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Topics for Discussion

ÅIƛǎǘƻǊƛŎ tŜǊǎǇŜŎǘƛǾŜ ƻƴ /ƘƛƴŀΩǎ Ltw 9ƴǾƛǊƻƴƳŜƴǘ

Å! ά.ǳǎƛƴŜǎǎƳŀƴΩǎέ tŜǊǎǇŜŎǘƛǾŜ ƻƴ Ltw ƛƴ /Ƙƛƴŀ ¢ƻŘŀȅ

ÅChina will adopt Western IPR Practices out of Self-
interest

ÅNon-engagement is NOT an Effective China IPR Strategy

ÅCareful IPR Management and Practices are the Answer



IƛǎǘƻǊƛŎ tŜǊǎǇŜŎǘƛǾŜ ƻƴ /ƘƛƴŀΩǎ Ltw 
Environment

Å²ŜǎǘŜǊƴ Ltw ǇǊƛƴŎƛǇƭŜǎΣ ǇŀǊŀŘƛƎƳǎ ŀƴŘ άǊǳƭŜǎέ ƘŀǾŜ ŜǾƻƭǾŜŘ ƻǾŜǊ ŀ 
2,000 year period

ÅFirst recorded in culinary industry in ancient Greece
Å¦Φ{Φ tŀǘŜƴǘ hŦŦƛŎŜ ŦƻǳƴŘŜŘ ƛƴ мтфл Χ ŜǾƻƭǾŜŘ ŦǊƻƳ 9ƴƎƭƛǎƘ ƭŀǿ

ÅнΣрлл ¸ŜŀǊǎ ŀƎƻΣ /ƻƴŦǳŎƛǳǎ ǎǘŀǘŜŘ ǘƘŀǘ άƛƴŦƻǊƳŀǘƛƻƴ ƛǎ ƭƛƪŜ ŀƛǊ ϧ 
ǿŀǘŜǊ Χ ƴƻ ƻƴŜ Ŏŀƴ ƻǿƴ ǘƘŜƳέ

Å¦ƴǘƛƭ ǘƘŜ ƭŀǘŜ мфулΩǎΣ /Ƙƛƴŀ ǇǊŀŎǘƛŎŜǎ ŀƴŘ ŎǳƭǘǳǊŜ ǿŀǎ ōŀǎŜŘ ƻƴ ŀ ǾŜǊȅ 
ŘƛŦŦŜǊŜƴǘ ƴƻǘƛƻƴ ƻŦ άƪƴƻǿƭŜŘƎŜ ƻǿƴŜǊǎƘƛǇέ
ÅaƻƳŜƴǘǳƳ ƻŦ ŦƻŎǳǎ ƻƴ άǿŜǎǘŜǊƴ ƎǊŀŘŜέ Ltw ǇǊƛƴŎƛǇƭŜǎ ǊŜŀƭƭȅ ōŜƎŀƴ 

only a decade ago

Å Developing an IPR judiciary, administrative system, bar to advise, 
commercial management understanding takes time

Å10 years is a VERY short period to adopt such a different IPR paradigm that 
took the West 2000 years to develop



! ά.ǳǎƛƴŜǎǎƳŀƴΩǎέ tŜǊǎǇŜŎǘƛǾŜ ƻƴ Ltw 
in China Today

Åά нκо ƻŦ ŎƭŀƛƳǎ ƻŦ /ƘƛƴŜǎŜ Lt ǇƛǊŀŎȅ ŀǊŜ ǎƛƳǇƭȅ ƴƻǘ ǘǊǳŜΗέ
ÅWestern companies mismanaged IP and blame China

ÅChose not to patent in China out of fear and concern

ÅLŦ ȅƻǳ ŘƻƴΩǘ ǇǊƻǘŜŎǘ ȅƻǳǊ LtΣ ƛǘ ƛǎ ƴƻǘ ƛƭƭŜƎŀƭ ŀƴȅǿƘŜǊŜ ŦƻǊ ǎƻƳŜƻƴŜ ǘƻ ŜƳǳƭŀǘŜ 
ȅƻǳǊ ƛŘŜŀǎ Χ ƛƴ ŦŀŎǘ ƛǘΩǎ ƎƻƻŘ ōǳǎƛƴŜǎǎ ƻƴ ǘƘŜƛǊ ǇŀǊǘ

ÅChina IPR environment has improved rapidly
Åмффо Χ ŜǎǎŜƴǘƛŀƭƭȅ ȊŜǊƻ ǊƛƎƘǘǎ ŜǾŜƴ ǘƘƻǳƎƘ ƭŀǿǎ ǊŜŀŘ ƭƛƪŜ ǘƘŜ ²Ŝǎǘ

ï China simply did not have the capability or infrastructure to administer

Åнллл Χ ²ŜǎǘŜǊƴ ŎƻƳǇŀƴƛŜǎ ǿŜǊŜ ǿƛƴƴƛƴƎ Ltw ŎƘŀƭƭŜƴƎŜǎ ƛƴ ŎƻǳǊǘ

Åнлмл Χ aŀƴȅ ²ŜǎǘŜǊƴ ŎƻƳǇŀƴƛŜǎ ƘŀǾŜ ƭŜŀǊƴŜŘ ǘƻ ƳŀƴŀƎŜ Ltw ƛƴ /Ƙƛƴŀ ŀƴŘ 
take their crown jewel technologies to China with confidence

Å/ƘƛƴŀΩǎ Ltw ŜƴǾƛǊƻƴƳŜƴǘ ƛǎ ǎǘƛƭƭ ŦŀǊ ŦǊƻƳ ²ŜǎǘŜǊƴ ƎǊŀŘŜΣ ǎƻ 
careful IP program planning is advisable



China will adopt Western IPR Practices 
out of Self-interest

ÅChina is moving rapidly to implement Western grade 
Ltw ǎǘŀƴŘŀǊŘǎ ƻǳǘ ƻŦ ǎǘǊƻƴƎ ǎŜƭŦ ƛƴǘŜǊŜǎǘ Χ н ǊŜŀǎƻƴǎΥ

ÅChina is developing its own intellectual property and 
wants it protected

ÅChina need a continuing flow of $60B-$100B in annual 
FDI to fuel the continued advancement of its economy
ïInvestment is needed in more advanced technologies

ïChina knows and understands that Western companies will not bring 
their crown jewel technologies unless their IP rights are respected



Non-engagement is NOT an Effective 
China IPR Strategy

ÅMany companies mistakenly believe that by not 
engaging in China, they are safer:

ÅPatent detail is freely available on-line to anyone

ÅProducts can simply be purchased and duplicated

ÅProtecting IPR in any market is a strategic decision:
ÅIf you choose not to protect your IPR and participate in a market, 

accept that you have ceded that market to someone else

ÅAccept that you have lost the IPR in that market

ÅSelect the markets that are strategically important in the long term 
to your company and take tactical actions to protect your IPR

» File patents, trademarks



Careful IPR Management and Practices 
are the Answer

ÅHow do you protect IPR in a market where IPR 
protections are immature?
Åά/ƻƳǇŀǊǘƳŜƴǘŀƭƛȊŀǘƛƻƴέ ƛǎ ŀ ƘƛƎƘƭȅ ŜŦŦŜŎǘƛǾŜ ǎƻƭǳǘƛƻƴ
ïKeep key components supplied externally (wind and pharma)

ï{ŜƎƳŜƴǘ ǎǳǇǇƭȅ ǊŜƭŀǘƛƻƴǎƘƛǇǎ ǎƻ ƛƴŘƛǾƛŘǳŀƭ ǎǳǇǇƭƛŜǊǎ ŘƻƴΩǘ ǎŜŜ 
the whole technology picture

ïMost businesses can be effectively compartmentalized

ÅContract issues with suppliers, partners and employees 
are sometimes more effective than patents
ïNDAs and Non-competes are more enforceable than in the U.S.

Å¢ƘŜ ǘǊŀƧŜŎǘƻǊȅ ƻŦ /ƘƛƴŀΩǎ Lt ŜƴǾƛǊƻƴƳŜƴǘ ƛǎ ƘŜŀŘŜŘ 
rapidly in the right directionΧ ōŜ ŎŀǊŜŦǳƭ Χ ƴƻǘ ŀŦǊŀƛŘ



Federal Resources to Protect 

Your Intellectual Property 
Abroad

Danielle Pierson

International Trade Specialist

U.S. Department of Commerce

U.S. Commercial Service 

U.S. Export Assistance Center  



U.S. Commercial Service

Our mission:

Å To promote the export of goods & services from the 

United States, particularly by small- and medium-

sized businesses

Å To represent U.S. business interests internationally

Å To help U.S. businesses find qualified international 

partners

The U.S. Commercial Service is part of the U.S. 

Department of Commerce, an agency of the United States 

government.



ÅTrade specialists in over 100 U.S. 
cities and 80 countries worldwide...

Our Network & 

What it can do for you

We can... 

ÅLocate international buyers, distributors & agents

ÅProvide expert help at every stage of the export 

process 

ÅHelp you to enter new markets faster and more 

profitably



U.S. Export Assistance 

Centers  in Ohio

Akron

Todd Hiser, Trade Specialist

330-678-0695

todd.hiser@trade.gov

Cincinnati

Marcia Brandstadt, Director

513-684-2944

marcia.brandstadt@trade.gov

Cleveland

Susan Whitney, Director

216-522-4750

susan.whitney@trade.gov

Columbus

Roberta Ford, Director

614-365-9510

roberta.ford@trade.gov

Toledo

Melissa Blackledge, Trade Specialist

216-522-4750

melissa.blackledge@trade.gov

mailto:Todd.hiser@trade.gov
mailto:marcia.brandstadt@trade.gov
mailto:Susan.whitney@trade.gov
mailto:Roberta.ford@trade.gov
mailto:Roberta.ford@trade.gov
mailto:Melissa.blackledge@trade.gov


Agenda

STOP FAKES.gov 

ÅInternational Protection At Home

ðObtaining Rights:

ÅU.S. Patent And Trademark Office

ÅU.S. Copyright Office

ðProtection at the Border:

ÅU.S. Customs And Border Protection 

ÅInternational Trade Commission Trade Remedy Assistance Office

ðCriminal Enforcement:

ÅDepartment of Justice

ÅIPR Center

.



Agenda

ÅProtection Abroad

ðWorld Intellectual Property Organization

ðThe Patent Cooperation Treaty

ðThe Madrid Protocol

ÅAdditional Help

ðMarket Access and Compliance

ðInternational IP Advisory Program

ðSTOPFAKES.gov  

.



U.S. Patent And Trademark 

Office

ÅPatent: process, machine, article, industrial design, or 

asexually reproduced plant

ÅTrademark: word, phrase, symbol, or design

ÅThe USPTO insures protection to an inventor òto 

exclude others from making, using, offering for sale, or 

selling the invention throughout the United States or 

importing the invention into the United States.ó 

ÅFederal registration is not automatic

www.uspto.gov (800)-786-9199

http://www.uspto.gov/


U.S. Copyright Office

ÅCopyright: original works of authorship, incl. literary, 

dramatic, musical, artistic, and other intellectual works

ÅCopyright is a form of protection provided under U.S. 

law to the authors of òoriginal works of authorshipó for 

a fixed period of time.

ÅCopyright is secured automatically when the work is 

created, and a work is òcreatedó when it is fixed in a 

copy or phonorecordfor the first time.

www.copyright.gov (202-707-3000)

http://www.copyright.gov/


U.S. Customs And Border 

Protection (CBP)

ÅIPR Enforcement has been labeled as a Priority Trade 

Issue for CBP

ÅSeizing fake goods at the border, auditing infringing 

importers, cooperation with domestic and international 

trade and governmental partners

ÅRecordation: Holders of registered trademarks and 

copyrights concerned about imports or exports of 

infringing goods should record their trademarks and 

copyrights with CBP.



U.S. Customs And Border 

Protection (CBP)

ÅPatents may not be recorded with CBP for border 

enforcement protection; however, patent owners may 

be entitled to exclusion of infringing imports from the 

commerce of the United States under section 337 of 

the Tariff Act of 1930.

ÅTo record your registered trademark and copyright with 

CBP or to report IP infringement,  visit 

https://apps.cbp.gov/e-recordations/

www.cbp.gov (202)-572-8710

https://apps.cbp.gov/e-recordations/
https://apps.cbp.gov/e-recordations/
https://apps.cbp.gov/e-recordations/
http://www.cbp.gov/


International Trade 

Commission (ITC) Trade 

Remedy Assistance Office

ÅITC investigates and adjudicates allegations of unfair 

trade practices based on complaints filed by rights 

holders.

ÅITC can issue orders directing CBP to exclude from 

the U.S. imported products that infringe U.S. patents, 

trademarks, or copyrights, or violate other common-law 

rights. 

ÅTo report a Section 337 complaint, contact 

www.usitc.gov/intellectualproperty

(880) 343-9822 or (202) 205-2200


